THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore COHEN, STAAB, and McQUADE, Adninistrative Patent
Judges.

McQUADE, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

Bernd Schreckenberg et al. appeal fromthe final
rejection of clainms 2 through 7, 9 through 15, 17 through 22,

24 and 32 through 44.* dains 25 through 31, the only other

'!Cains 18, 38 and 40 have been anended subsequent to
final rejection.
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clainms pending in the application, stand all owed.?

The invention relates to a manual | y-operabl e tabl et
di spenser. A copy of the clains on appeal appears in the

appendi x to the appellants’ main brief (Paper No. 16).°3

The references relied upon by the exam ner as evidence of

obvi ousness are:

Meshber g 4,696, 415 Sept. 29,
1987
Tieke et al. (Tieke) 5,108, 006 Apr. 28,
1992

Claims 2 through 7, 9 through 15, 17 through 22, 24 and

32 through 44 stand rejected under 35 U.S.C. 8 103(a) as being

2Al t hough claim 31 was rejected in the final rejection
(Paper No. 12), it has since been allowed by the exam ner in
anended form (see page 2 in the exam ner’s answer, Paper No.
17).

®CQur review of the clains shows the presence of a nunber
of m nor inconsistencies in term nology which are deserving of
correction in the event of further prosecution. By way of
exanple, the terns “the sliding part,” “the second end of the
actuating bar” and “the base part” in claim2 |lack a proper
ant ecedent basis.
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unpat ent abl e over Tieke in view of Meshberg.

Ref erence is nade to the appellants’ main and reply

briefs (Paper Nos. 16 and 18) and to the exam ner’s answer

(Paper No.
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17) for the respective positions of the appellants and the

exam ner regarding the nerits of this rejection.

Ti eke, the examner’s primary reference, discloses a
tabl et di spenser which is simlar in many respects to the
tabl et di spenser disclosed and cl ai mred by the appellants. The
central issue in this appeal involves the undisputed failure
of Tieke to teach or suggest structure responsive to the
[imtations in the clainms corresponding to the appellants’
resilient resetting cover 3. These limtations take different
forms in the five independent clains on appeal, to wit: “a
cover . . . having an upwardly concave curved portion and
conposed of a resilient material having structural nenory to
reset after being pushed” (clains 9 and 32); “a resiliently
resetting press portion . . . sealingly connected to the
housing and resiliently novable relative thereto” (claim18);
“a cover . . . having an upwardly concave curved portion of
soft-elastic plastic material . . . wherein the upwardly
concave curved portion of the cover acts as a resilient

restoring element for the dispenser elenent” (claim24); and
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“aresiliently resetting press portion . . . hernetically
sealingly connected to the housing and resiliently noveable
relative thereto” (claim40). 1In contrast, the correspondi ng
cover conponent (56, 156) in Tieke's tablet dispenser is not

di scl osed as being resilient/elastic and is reset via a renote
bi asi ng neans (80, 180). The exam ner has turned to Meshberg

to cure this deficiency.

Meshberg pertains to vacuum punp di spensers for viscous
products. The Figure 10 enbodi nent relied upon by the
exam ner includes a cylinder 190, a piston 196, a punping
conpartnent 225, a dispensing spout 210 and a flexible done
218. Pressing the done forces a dose of the product fromthe
punpi ng conpartnent through the dispensing spout, and
rel easing the done allows it to resune its normal shape and
draws an additional dose of the product into the punping

conpartment (see colum 8, line 62 through colum 9, line 61).

I n proposing to conbi ne Ti eke and Meshberg, the exam ner

expl ai ns that
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Tieke et al. discloses all elenents per clained
invention with the exception of a plastic cover
acting as an actuating neans. However, it would
have been obvious for a person with ordinary skil
in the art to supply such a cover because it
facilitates the actuation or spring back neans for a
stemor follower neans, as taught by Meshberg.
Furthernore Tieke et al. and Meshberg’'s actuating
means are art recognized to be functionally
equi val ent in providing spring back action. Thus
one of ordinary skill in the art would have found it
obvious to substitute [for] Tieke et al.’s spring
[the] Meshberg | eaf spring (actuating cap). Such
nodi fication of Tieke et al.’s device will also
reduce manufacturing cost by sinplifying of the
actuati on neans [answer, pages 4-5, 7 and 9-10].

The nere fact that the prior art could be so nodified,
however, woul d not have nmde the nodificati on obvi ous unl ess

the prior art suggested the desirability of the nodification.

In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.

Cir. 1984). The reasons advanced by the exam ner as to why
t he proposed nodification of the Tieke di spenser woul d have

been desirable are not well taken.

To begin wth, the exam ner has not explained, nor is it
apparent fromthe references, why Meshberg' s resilient

done/ cover would facilitate the “spring back” action of the
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Ti eke di spenser to any degree greater than Tieke s renote

bi asi ng nmeans. Further, the references do not establish that
the “spring back” el enents respectively disclosed therein are
art recogni zed functional equivalents. Even if functional
equi val ence were established, however, it would not be

di spositive of the obviousness issue at bar. Expedients which
are functionally equivalent to each other are not necessarily

obvi ous in view of one anot her. In re Scott, 323 F.2d 1016,

1019, 139 USPQ 297, 299 (CCPA 1963). Finally, the exam ner’s
determ nation that the proposed nodification of the Tieke
di spenser woul d reduce its manufacturing cost has no factual

support in the record.

Al t hough the Ti eke and Meshberg devices are both
“di spensers” in a broad sense, they are designed to dispense
decidedly different products in decidedly different ways.
G ven the disparate natures of these devices and the
unconvi nci ng rational e advanced by the exam ner, we are led to
concl ude that the proposed conbi nati on of Tieke and Meshberg

is based on an inperm ssible hindsight reconstruction of the
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cl ai ned i nventi on.

Accordingly, we shall not sustain the standing 35 U.S. C
8 103(a) rejection of independent clainms 9, 18, 24, 32 and
40, or of claims 2 through 7, 10 through 15, 17, 19 through
22, 33 through 39 and 41 through 44 which depend therefrom as

bei ng unpatent abl e over Tieke in view of Meshberg.



Appeal No. 1999-2632
Appl i cation 08/ 707,097

The deci sion of the exam ner is reversed.

| NTERFERENCES

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

N N N N N N N N N

N N N N N

BOARD OF PATENT
APPEALS
AND



Appeal No. 1999-2632
Appl i cation 08/ 707,097

H LL, STEADVAN & SI MPSON
85TH FLOOR SEARS TOWER
CH CAGO, IL 60606

10



